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What is a Patent?

• A bargain with the federal government – inventors receive a 
period of exclusivity in exchange for full disclosure

• Covers processes, machines, manufactures, compositions of 
matter, or any new and useful improvement thereof

• Obtained by filing a patent application and successfully 
arguing with the patent office that it is patentable and 
paying fees

• Protection can last for 20 years from the first filing date

2



Utility Patents

• A “regular” patent – protects structural or functional 
features of an invention

• Contains a specification that ends with one or more claims 
that define the scope of what is protected  and drawings

• Goes through an examination process
• Protection can last for 20 years from the first filing date
• Software patents and business methods – the USPTO hates 

them!
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Provisional Applications

• A “place holder” application – does not get granted as a U.S. 
Patent

• Anything you can file as a utility patent can be filed as a 
provisional application

• Can be filed quickly and inexpensively 
• $260 for large entity
• $130 for small entity
• $65 for micro entity

• Good for last minute filing situations
• Must be converted within 1 year from filing to keep it alive
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Design Patents

• Protects the ornamental design 
for an article of manufacture, 
not structural or functional 
features

• Protection lasts 14 years from 
issue
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Trademark

• Identifies the source of 
goods or services

• Obtained through 
registration or common 
law

• The mark must be used to 
get the protection

• Registration lasts 10 years, 
can be renewed for 10-
year periods (different rule 
for older marks)

™®
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Copyright

• Protects original works of 
authorship

• Obtained through 
registration or common 
law

• Protection lasts for life of 
author + 70 years (or up to 
95 years from first 
publication or 120 years 
from creation for works 
made for hire)

©
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Trade Secret

• Protects anything that derives value from being kept secret
• No registration process
• Protection lasts as long as you keep it a secret
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Patent Trends
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Performing a Patent Search

• Start small: try to find a small number (1 or 2, no more than 
10) of very relevant patents using a keyword search.  

• Example: I want to find patents pertaining to autonomous 
vehicles, so I do the following search:
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Patent Search, cont.
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Patent Search, cont.
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Patent Search, cont.
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Patent Search, cont.
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Patent Search, cont.
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Patent Search, cont.



Patent Search, cont.

• Go through the forward/backward references for the 
relevant documents you find.  

• Once you are satisfied with your list, take a look at the 
classifications.  Which ones keep showing up?  
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Where do I find the Patent Class?
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Patent Searching by Class
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More Patent Searching by Class
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How do I Know When I Am Done 
Searching?

• If you search the entire relevant class, you can feel pretty 
good about the thoroughness of your search.  

• Circularity is another sign that you are “done.”  
• There is no guarantee that you have found everything.  
• You are under no obligation to do a search.

• Doing a search can give you valuable information about 
how crowded your field is, how likely you are to need a 
license, or whether your invention is patentable.  

• Doing a search can potentially lead to issues later on.
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Reading a Patent – CLAIMS
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What to Take to a Meeting With a Patent 
Attorney/Agent

• They want to know:
• What is the problem to be solved?
• How have others solved the problem?
• How do you solve the problem, and how is it different from 

what others have done?  
• Unexpected results?
• Have you told anyone about your idea, tried to sell it, or 

otherwise disclosed information about it to others?  When did 
that happen?  

• Things that are helpful:
• Lab notebooks
• Drawings, videos, models, prototypes, etc.
• Any write-up you may have that answers the above questions.  
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Non-disclosure/Confidentiality Agreements

• Defines confidential information, and indicates what 
can be done with it

• Recommended before talking to third parties about 
non-public information

• If you plan to disclose something that you may want to 
patent, consider filing a patent application before 
talking to the third party (can be a provisional)
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Indemnification

• Be wary of indemnification clauses in agreements.
• Be especially wary of indemnification clauses that involve 

intellectual property infringement.
• Big companies will likely insist on keeping their 

indemnification language, but you may be able to get them 
to agree to knowing infringement.
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Employment Agreements

• Some employers ask new employees to agree to assign 
everything they invent during employment to the employer.

• Assignment is a transfer of ownership.  A document is signed 
and recorded with the USPTO.  

• Be aware of what you are signing.  Will it encompass things 
you invent at home on your own time?  

• Don’t use employer facilities, equipment, etc. to pursue your 
independent efforts.  This helps your case if the employer 
tries to claim an obligation to assign your independent IP to 
them.  
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Open Source Software

• Read license agreements carefully!
• Copyleft: By combining certain open source software with 

proprietary software, the proprietary software might have 
to be made public under an open source license similar to 
the one used for the open source software.  (GPL is an 
example)

27



For more information

• USPTO – U.S. Patent and Trademark Office: www.uspto.gov
• U.S. Copyright office: www.copyright.gov
• Google advanced patent search: 

https://www.google.com/advanced_patent_search
• USPTO patent class schedule: 

https://www.uspto.gov/web/patents/classification/selectnu
mwithtitle.htm
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Any Question?
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